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REMARKS/ ARGUMENT S 

Claims 10-13 and 24-29 are active. The claims have been limited to methods 
involving the administration compounds of formula (1) where Rl, R2 and R3 are each methyl 
and where X is a linear alkylene or alkenylene chain. This limitation of the claims is done 
without prejudice to presentation of broader claims in a later application. In view of the 
nature of the amendments, no new matter has been incorporated. 

The Applicants thank Examiner Mitchell for the helpful and courteous interview of 
November 3, 2005. The animal model and animal data of record as well as the data in Table 
1 on page 28 of the specification were reviewed. Data that may help to address the scope of 
enablement rejection and the prior art rejections as they pertain to possible homologs of the 
claimed compounds were discussed. However, it was suggested that the claims be limited to 
trimethyl compounds and C15-C28 linear chains to avoid both the enablement and prior art 
rejections. 

The Applicants were encouraged to indicate on the record that Luu et al. , U.S. Patent 
No. 6,228,893, and the present invention were commonly-owned at the time the invention 
was made. 

The Applicants have now limited the claims to trimethyl compounds having C15-C28 
linear chains as the X group and indicate that Luu et al. was commonly owned at the time of 
invention.. Favorable consideration and allowance of this application is now respectfully 
requested. 

Rejection — 35 U.S.C. §112, first paragraph 
Claims 10-28 were rejected under 35 U.S.C. 112, first paragraph as lacking an 
adequate scope of enablement. The Applicant thank Examiner Mitchell for acknowledging 
that the specification is enabling for treating amyotrophic lateral sclerosis ("ALS") with 
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trimethyl substituted cyclohexone compounds. The claims have now been so limited and this 
rejection may be withdrawn. 

Common Ownership — Clear and Conspicuous Statement 
The present application (09/890,969) and Luu et al. . U.S. Patent No. 6,228,893, were, 

at the time the invention of the present application was made, owned by or subject to an 

obligation of assignment to Meiji Dairies Corporation. 

Meiji Milk Products Co., Ltd has now changed its name to Meiji Dairies Corporation 

as shown by the attached Notification of Name Change and copy of facsimile transmission 

changing the corporate name in U.S. Patent No. 6,228,893. 

Rejection— 35 U.S.C. §103 
Claims 10-29 were rejected under 35 U.S.C. 103(a) as being unpatentable over 
Girlanda-Yunges et al. . Tetrahedron 54:7735 and Luu et al. , U.S. Patent No. 6,228,893, in 
view of each of Borg, U.S. Patent No. 5,447,959, Pruss, U.S. Patent No. 5,731,354 and Rosen 
et al„ Nature 362:59. 

Luu et al. is not prior art, since it and the present application were commonly owned 
at the time the invention was made. Even were Luu prior art, it does not suggest the 
treatment of ALS. 

Girlanda-Yunges et al. describes compounds exhibiting neurotrophic effects (page 
7735, last paragraph), but does not disclose or suggest the treatment of ALS, nor the 
compounds of the present claims. For example, none of the compounds shown on page 7736 
in Scheme 1 are trimethyl compounds. Moreover, Table 1 on page 7740 teaches away from 
compounds having a CI 5+ side chain, since neurite outgrowth was only observed for 
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compounds having C14 or fewer carbons in the side chain and the top legend to Table 1 
indicates that CI 5 compounds are neurotoxic. 

Borg describe various compounds which do not conform to formula (1) of the present 
invention because they lack the carboxy substituent at the bottom of the six-membered ring, 
compare formula (1) and the structures in cols. 19 and 20 of Borg , Even were there a generic 
disclosure of the compounds of (or similar to) formula (1) in Borg (see e.g., the compound 
depicted at the bottom of cols. 7-8), there is no suggestion to select trimethyl compounds 
having a C15-C28 linear side chain for treating ALS. 

Pruss refers to compounds which are structurally distinct from those of the invention 
and thus provides no disclosure or suggestion for the claimed method. 

Rosen is cited as disclosing a connection between SOD1 mutants and ALS, but does 
not disclose or suggest the compounds of the present invention for treating ALS. 

In view of the above, the Applicants respectfully request that this rejection be 
withdrawn. 
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CONCLUSION 

In view of the amendments and remarks above, the Applicants respectfully submit 
that this application is now in condition for allowance. An early indication of such is 
earnestly solicited. 

Respectfully submitted, 



OBLON, SPIVAK, McCLELLAND, 
MAIER & NEUSTADT, P.C. 
Norman F. Obion 
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